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DETAILED ACTION 

1. In view of the Appeal Brief filed on November 14, 2005. PROSECUTION IS HEREBY 
REOPENED. New Grounds of rejections are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1 . 1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .3 1 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41.20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 

2. Claims 1-41 are pending. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
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application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

4. Claims 1. 4-9. 11. 16-19,21-22. 25-30, 32. and 35-40 rejected under 35 U.S. C. 102(e) as 
being anticipated by Gilbert (U.S. Patent No. 6.529.942) in view of Pedersen (U.S. Patent No. 
6,965,920). 

5. As per claim 1, Gilbert teaches a method of formatting an electronic mail message, 
comprising: 

identifying a recipient of an electronic mail message (column 3, lines 3 - 5); and 
formatting content of the electronic mail message based on a recipient profile from the 

one or more recipient profiles corresponding to the identified recipient (column 5, lines 49-63, 

column 7, lines 47-55, column 9, lines 6-11, column 3, lines 3 - 22). 

6. Gilbert fails to teach retrieving one or more recipient profiles from storage wherein each 
recipient profile within the one or more recipient profiles identifies an electronic mail message 
format for a corresponding recipient. 

7. However, Pedersen teaches an individual message generator that obtains information 
from recipient profiles stored in a database and generates individual messages for each recipient 
based on that information (abstract, column 2, lines 26-67, column 3, lines 48-65). It would 
have been obvious to one of the ordinary skill in the art at the time of the Applicant's invention 
to combine the teachings of Gilbert and Pedersen because doing so would provide a message 
management server that customizes electronic mail messages by referring to stored user-defined 
recipient profiles. The use of stored user-defined recipient profiles ensures that all messages 
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addressed to that particular recipient are customized in the same way and allows for a recipient to 
easily change/update their profile to meet that recipient's preference. 

8. As per claim 4, Gilbert teaches an electronic mail message directed to a plurality of 
designated recipients, and wherein formatting the electronic mail message includes identifying a 
set of compatible electronic mail format settings from among the content of electronic mail 
format settings of the designated recipients (column 4, lines 16-30). 

9. As per claim 5, Gilbert teaches if a set of compatible electronic mail format settings 
cannot be identified from among the electronic mail format settings of the designated recipients, 
a default set of electronic mail format settings is used to format the electronic mail message 
(column 7, lines 47-48). 

10. As per claim 6, Gilbert teaches electronic mail format settings include at least one of 
closing information, stationery, or whether to use spell check (column 6, lines 38-67, Figure 3, 
column 4, lines 64-66; user can select specific text in message to reformat. Also teaches spell 
checking). 

11. As per claim 7, Gilbert teaches electronic mail message is directed to a plurality of 
designated recipients (column 3, lines 13-16), and wherein the electronic mail message is 
replicated into a different version of the electronic mail message for each of the plurality of 
designated recipients based on the one or more recipient profiles such that the content of each 
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version of the electronic mail message is the same but the format is specific to the electronic mail 
format of a corresponding recipient profile (columnl, lines 54-61, column 3, lines 11-16, and 
column 4, lines 16-30). 

12. As per claim 8, Gilbert teaches an electronic mail message is replicated in response to a 
user entering a command to transmit the electronic mail message (column 1, lines 58-61). 

13. As per claim 9, Gilbert teaches an electronic mail message is replicated in response to a 
command entered by a user, and wherein the user may review the versions of the electronic mail 
message prior to transmitting them (column 1, lines 39-42; teaches that a user must view 
multiple versions of a message). 

14. As per claims 1 1, 16-19, 21-22, 25-30, 32, and 35-40, these claims fail to add any further 
limitations and contain the same limitations as claims 1-9 above, therefore are rejected under the 
same rationale. 

Claim Rejections - 35 USC §103 

15. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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16. Claims 2-3. 10, 12-15, 20, 23-24, 31, 33-34, and 41 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Gilbert (U.S. Patent No. 6.529,942) in view of Pedersen (U.S. Patent 
No. 6.965.920) and in further view of Schuetze et al (U.S. Patent No. 6.101.320). 

17. As per claim 2, Gilbert fails to teach that one or more recipient profiles include a 
recipient group format setting corresponding to a plurality of recipients, and wherein the 
recipient group format setting identifies electronic mail format settings that are common to the 
plurality of recipients. 

18. However, Schuetze et al teach a routing unit that determines the identity of the recipient's 
organization and then determines the format used by the recipient organization (column 5, lines 
43-46). A memory unit stores information regarding the email format of the recipient's 
organization (column 6, lines 1-16). It would have been obvious to one of the ordinary skill in 
the art at the time of the applicant's invention to combine the teachings of Gilbert, Pedersen and 
Schuetze et al because doing so would allow an email sender from a different organization to 
send an email in a format that the recipient's of another organization can view and understand. 

19. As per claim 3, Gilbert fails to teach one or more recipient profiles include a domain 
name category format setting corresponding to a plurality of recipients, and wherein the domain 
name category format setting identifies electronic mail format settings that are common to the 
plurality of recipients. 

20. However, Schuetze et al teach a routing unit that determines the identity of the recipient's 
organization using the domain name of the organization (column 5, lines 1-3) and then 
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determines the format used by the recipient organization (column 5, lines 43-46). A memory 
unit stores information regarding the email format of the recipient's organization (column 6, 
lines 1-16). It would have been obvious to one of the ordinary skill in the art at the time of the 
applicant's invention to combine the teachings of Gilbert, Pedersen, and Schuetze et al because 
doing so would allow an email sender from a different organization to send an email in a format 
that the recipient's of another organization can view and understand. 

21. As per claim 10, Gilbert teaches an electronic mail message is directed to more than one 
designated recipient (column 3, lines 13-16). 

22. Gilbert fails to teach an electronic mail message includes identifying a common set of 
electronic mail format settings for the more than one designated recipient, and wherein 
identifying a common set of electronic mail format settings includes: identifying at least one of a 
group set of electronic mail content format settings, a domain name category set of electronic 
mail content format settings, and an individual set of electronic mail format settings for each of 
the at least one designated recipient; comparing each set of electronic mail format settings of 
each of the at least one designated recipient to each set of electronic mail content format settings 
of each other recipient of the at least one designated recipient to identify matching sets of 
electronic mail format settings; and using the matching sets of electronic mail content format 
settings to reformat the electronic mail message. 

23. However, Schuetze et al teach electronic mail message includes identifying a common 
set of electronic mail content format settings for the more than one designated recipient (column 
4, line 61 - column 5, line 3), and wherein identifying a common set of electronic mail content 
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format settings includes: identifying at least one of a group set of electronic mail format settings 
(column 5, lines 43-46), a domain name category set of electronic mail content format settings 
(column 5, lines 1-3), and an individual set of electronic mail format settings for each of the at 
least one designated recipient (column 4, line 61 - column 5, line 3); comparing each set of 
electronic mail content format settings of each of the at least one designated recipient to each set 
of electronic mail content format settings of each other recipient of the at least one designated 
recipient to identify matching sets of electronic mail content format settings; and using the 
matching sets of electronic mail content format settings to reformat the electronic mail content 
message (column 9, line 66-column 10, line 15; shows that users in an organization would be 
grouped as one organization; therefore messages sent to recipients of the same organization 
would be sent in a message of the format of the recipients' organization). It would have been 
obvious to one of the ordinary skill in the art at the time of the applicant's invention to combine 
the teachings of Gilbert, Pedersen, and Schuetze et al because doing so would allow an email 
sender from a different organization to send an email in a format that the recipient's of another 
organization can view and understand. 

24. As per claims 12-15, 20, 23-24, 31, 33-34, and 41, these claims fail to add any further 
limitations and contain the same limitations as claims 2-3 and 10 above, therefore are rejected 
under the same rationale. 

Response to Arguments 

25. Applicant's arguments have been considered but are moot in view of the new ground(s) 
of rejection. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure are cited in the Notice of Reference Cited for (PTO-892). 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramsey Refai whose telephone number is (571) 272-3975. The 
examiner can normally be reached on M-F 8:30 - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272-3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Ramsey Refai 
Examiner 
Art Unit 2152 



RR 

January 21, 2006 





